
STATES PATENT AND TRADEMARK OFFICE 
(Case No.00-1123-A) 



In re Application of: 

Cunningham, et al. 
Serial No.: 09/929,957 
Filed: August 15,2001 

For: A Label-Free High-Throughput Optical 
Technique for Detecting Biomolecular 
Interactions 



Examiner: TBA 
Art Unit: 1743 



DECLARATION OF LISA M W. HIT .1 .M an 

I, Lisa M.W. Hillman, patent attorney for the Applicant in the firm of McDonnell, 
Boehnen, Hulbert & Berghoff declare as follows: 

(1) The firm of McDonnell, Boehnen, Hulbert & Berghoff, 300 South Wacker 
Drive, Chicago, Illinois, 60606, represents the Applicant, SRU Biosystems, 10-A 
Roessler Road, Woburn, MA 01801. I am a patent attorney registered to practice before 
the United States Patent and Trademark Office, Registration No. 43,673. 

(2) On October 23, 2001, I sent patent application Ser. No. 09/929,957, 
entitled "A Label-Free High Throughput Optical Technique for Detecting Biomolecular 
Interactions" including the specification, claims, drawings and declaration, to Dr. 
Douglas Hobbs at 1998 Massachusetts Avenue, Lexington, MA 02420. The cover letter 
requested a response by November 5, 2001 . Copies of the cover letter and declaration are 
attached as Appendix 1. The package was sent by Federal Express and included a return 
Federal Express envelope for Dr. Hobbs' convenience. Federal Express delivered the 
package to Dr. Hobbs on October 24, 2001 and was signed for at the above-mentioned 
address by "Hobbs." A copy of the Federal Express Tracking document, including a 



copy of the signature, is attached as Appendix 2 Nn r^™* 

/^ppenaix z. No response was ever received from 

Dr. Hobbs. 

(3) On November 5, 200., I sen, another copy ^ above . memjoned ^ 
Dr. Douglas Hobbs a , 1998 Masses Avenue, Lexington, MA 02420. The eover 
letter requested a response by November ,2, 200.. A copy of the cover .etter is attached 
- Appendix 3. The package was sen, by Federal Express „d included a return Federal 
Express enve.ope for Dr. Hobbs- convenience. Federa, Express delivered the package to 
Dr. Hobbs on November 6, 200, and was signed for a, the above-mentioned address by 
"Hobbs - A copy of tt,e Federal Express Tracking document i„c,„ding a copy of (he 
signa,ure, is attached as Appendix 4. No response was ever received from Dr. Hobbs. 
(4) On November ,2, 200., I sen, another copy of the above-mentioned dec.aration 
.0 D, D„„g,as Hobbs a, 1998 Massachusetts Avenue, Lexington, MA 02420. The cover 
letter requested an immedia,e response. A copy of me cover .etter is attached as 
Appendix 5. The package was sen, by Federal Express and included a return Federa. 
Express envelope for Dr. Hobbs' convenience. Federal Express delivered the package ,„ 
Dr. Hobbs on November ,3, 2001 and was signed for a, the above-mentioned address by 
"Hobbs." A copy of Federa, Express Tracking document, including a copy of <he 
signature, is attached as Appendix 6. No response was ever received from Dr. Hobbs. 

(5) As ° f D«ember20,2001,Ihavenotreceivedaresponsem,mDr.Hobbs. 

(6) I hereby certify that all statements made herein of my own knowledge are frue and 
<ha, all statements made on information and be,ief are be.ieved to be true; and taher tha, 
«*se s<a,emen,s were made wim the know.edge tha, willful false statements and the ,ike 
so made are punishable by fine or imprisonment, or both, under Section .00. of Ti„e .8 



of the United States Code and that such willful false 
validity of the application or any patents issued thereon. 



statements may jeopardize the 



Respectfully submitted, 



Date: December 20, 2001 




. Hillman 
-eg. No. 43,673 
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* li^dLShigments 

k £ustom_Cntica| 
'^mencanfr^^ 



Related Links 

* §iSnatui^_Proof 
►MiLfedEx 

^ Handhejd^^k 
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Track Shipments 

Detailed Results 

Tracking Number 494717707702 
Keference Number 00067000005LMH09 
Ship Date 11/12/2001 
Delivered To Recipient 
Delivery Location LEXINGTON MA 
Delivery Date/Time 11/13/20oTo9 oi 
Signed For By H.OBBS 
Service Type Priority Letter 

Scan Activity 
Delivered LEXINGTON MA 

Delivered LEXINGTON MA 

i^M™ ehic,e for deliv ery 
LEXINGTON MA 

Left FedEx Ramp EAST BOSTON MA 

^ Arrived at FedEx Ramp EAST BOSTON J^/2001 
- - 07:32 




Date/Time 

11/13/2001 
09:01 

11/13/2001 
09:01 

11/13/2001 
08:29 

11/13/2001 
07:52 

11/13/2001 
07:48 



MA 

Left FedEx Sort Facility INDIANAPOLIS 
Held at Sort Facility INDIANAPOLIS IN 
Held at Sort Facility INDIANAPOLIS IN 



11/13/2001 
04:38 

11/13/2001 
03:38 



11/13/2001 
03*37 

Arrived at Sort Facility INDIANAPOLIS IN 1 l'm/2001 

v 01*25 
Left FedEx Origin Location CHICAGO IL 1 V 12 /2QQ1 

22*38 

Arrived at Sort Facility CHICAGO IL 1 m 2/2001 

Pickup status CHICAGO IL ^ /2001 

17:59 




Tracking Options 

• °}>teto a Signature_Proof 
oLDeliyery 

• ^^ibesejracki^ 
results to one or more 
recipients 

Comments 

No signature required - release 
waiver on file 

No signature required - release 
waiver on file e 



Pre-routed meter pkg picked up 



Email Your Detailed Trackinq Result 



From 

To 

To 




http: 



FedEx Express | Tracking | feu Its Detail 
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Add a message to this email 




fedex.com Terms of I ko | Contact Usi 

Si™!* Protected by copyright and trademark laws under U S and 
O^SSSS!^ M^r"™" ° Ur Bd«afflUan§a£. All rights reserved 



http://www.f e dexxom/cgi-bin/tracking?tracknumbers=494717707702&action= 



track&lan... 11/20/2001 



McDonnell Boehnen Hulbert & Berghoff 

Law0ffices 300 South Wacter Drive 



October 23, 2001 



waoiinmctoDnv. 312 913 0001 phone 
Chicago, Illinois 60606-6709 312 913 0002 f™ 
www.mbhb.com 



Douglas Hobbs 

1998 Massachusetts Avenue 
Lexington, MA 02420 



Re: 



Detecting B^^^ST for 

Inventors: Cunningham ef a/ 
Our Ref. No.:00-1123-A 



Dear Dr. Hobbs: 



and notarize the assign, £ ^^i"?!™"* I"™ « «* Please sign 
We would like to remind you that acnrri 2lt *! declaral ""i and power of attorney 
Underling- you are mXTJ^ZZ^ 2 °°° <* 

We haye enclosed a Federal Express enyelope for your convenience. 

Yoursrtruly, 




Lisa M.W. Hillman, Ph.D 
312 935 2371 

hillman@mbhb.com 

LMWH:tmp 
Enclosure 

cc: John J. McDonnell (w/o end.) 
Homer Pien (w/o end.) 
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Express 



11/20/2001 



Dear Customer: 



FedEx Express 
Customer Support Trace 
3875 Airways Boulevard 
Module H t 4th Floor 
Memphis, TN 38116 



U.S. Mail: PO Box 727 
Memphis, TN 38194-4643 

Telephone: 901-369-3600 



494717707702. Our records 



Delivery Information: 




Signed For By: H.OBBS 




Delivery Location: 1998 MASS 

Delivery Date: November 13, 2001 
Delivery Time: 0901 



Shipping Information: 



-H ll l.i l UMWM 



Tracking No: 494717707702 

Recipient: 

DOUGLAS HOBBS 

1998 MASSACHUSETTS AVENUE 
LEXINGTON, MA 024200000 
US 

Shipment Reference Information: 



Ship Date: November 12, 2001 

Shipper: 

MBHB 

MBHB 

300 S WACKER DR STE 3200 
CHICAGO, IL 606066705 
US 

00067000005LMH09 



Thank you for choosing FedEx Express. We look forward to working wi 



with you in the future. 



FedEx Worldwide Customer Service 
1-800-Go-FedEx® 

Reference No.: R2001 112000037632433 



http://www.fedex.com/cgi-bin/spod 
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IS(gnature ; Proof f 




Home I About FedEx I Service Info 



[Select More Online Services 

► Track Shipments 

► Alternate Reference Track 

► Email Track 
* Multi-Carrier Track 

► Custom Critical 

► Cargo Track 

► American F reightways 

► Viking Freight 



Careers | eBusiness Tools 

&7i 



Manag e M y Account | Customer Service j Site Index 
Search for 



Related Links 

► Signature Proof 
* My FedEx 

► FedEx Wireless Solutions 

► Handheld Track 

► FedEx Sidebar 

► Print. Bind & Ship 

► FedEx Address Checker 



Ship & 



Track Shipments 

Detailed Results 



Tracking Number 494717704758 

Reference Number 00067000005LMH09 

Ship Date 10/23/2001 

Delivered To Recipient 

Delivery Location LEXINGTON MA 

Delivery Date/Time 10/24/2001 09:18 

Signed For By H.OBBS 

Service Type Priority Pak 





Scan Activity 

Delivered LEXINGTON MA 

Delivered LEXINGTON MA 



On FedEx vehicle for delivery 
LEXINGTON MA 

Arrived at FedEx Destination Location 
LEXINGTON MA 

Left FedEx Ramp EAST BOSTON MA 



Left FedEx Sort Facility INDIANAPOLIS 
IN 

Held at Sort Facility INDIANAPOLIS IN 
Held at Sort Facility INDIANAPOLIS IN 



Date/Time 

10/24/2001 
09:18 

10/24/2001 
09:18 

10/24/2001 
08:39 

10/24/2001 
07:53 

10/24/2001 
07:48 

10/24/2001 
03:45 

10/24/2001 
02:57 

10/24/2001 
02:56 



Arrived at Sort Facility INDIANAPOLIS IN 10/24/2001 

00:40 

Left FedEx Origin Location CHICAGO IL 10/23/2001 

23:04 



Left FedEx Sort Facility CHICAGO IL 
Arrived at Sort Facility CHICAGO IL 
Pickup status CHICAGO IL 



10/23/2001 
21:32 

10/23/2001 
21:19 

10/23/2001 
17:59 




Tracking Options 

• Obtain a Signature Proof 
of Delivery 

• Email these tracking 
results to one or more 
recipients 

• Track More Shipments 



Comments 

No signature required - release 
waiver on file 

No signature required - release 
waiver on file 



Pre-routed meter pkg picked up 



Email Your Detailed Tracking Results 

Enter your email (optional), up to three email addresses as recipients, add your 
message, and click on Send Email, 



From 



To [ 



http://ww.fedexxom/cgi-bin/tracking?tracknumbers=^94717704758&actinn=^->-i'P,v 



Case No.: 00-1 123A 

DECLARATION AND POWER OF ATTORNEY 
FOR PATENT APPLICATION 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name. 

the invention entitled: ' S " bjeCt ™ mr which 18 cla ™<*» and for which a patent is sought on 

A Labe, Free High-Tnroughput Optica, Tedn^e for Detecting Biomo.ecular Interactions 

the specification of which is attached hereto unless the following space is checked: 

B was filed on August 15, 2001 as United States Application Serial Number: 09/929,957 

— above-identified specific^ including the 
I acknowledge the duty to disclose information which is material to patentability as defined in 37 CFR , 1 56 

, f( b) of any foreign applies) for 
country other than the United States, listed belo* and Thave a S2S 35 i u deSigDated at least « 

appucanon for patent or inventor's certificate ^ PCT f f . bd ° W * by checkin S me box » any foreign 

application on which priority is claimed international apphcation having a filing date before that of Z 

Prior Foreign Application^): 

1. £^ Day/Mon^^ 



2. 



1. ftiw^ in rmng uat g 



60/244 312 " L * ■ 

3- «WO3,0 28 



I hereby claim the benefit under 35 US C. S ion f 

international application designating the United StoL iZ^ll ^f* a PP lication ( s >> °' § 365(c) of any PCT 
claims of this application is not JLJ^^^^T ^JZ?* 38 Suh ^ matter °f each of the 
provided by the first paragraph of 35 ulc i 112 LSS°h? «onal application in the manner 
to patentability as defined in 37 C FR 6 1 56 wMrhT !^ dlsclose information which is material 

application and the filing date of the prior 



MCDONNELL BOEHNEN 
HULBERT & BERGHOFF 
300 SOUTH W ACKER DRIVE 
CHICAGO, ILLINOIS 60606 
TELEPHONE (312) 913-0001 



1. 



Application Number RHngDate Status: patented, n^in, aJ==M 



I hereby appoint the practitioners associated with the Customer Number provided below to nrosecure tw c * i ■ • 
and to transact all business in the Patent and Trademark Office l^^l^S^l d I ? P 
correspondence be adHr« fi -rf t rt Aof -,xt.._u„ ^unncciea tnerewitn, and I direct that all 



correspondence be addressed to that Customer Number. 

Customer Number: 020306 

Principal attorney or agent: Lisa M.W. Hillman 

Telephone number: 312-913-0001 



I hereby declare that all statements made herein of my own knowledge are true and thnt *ii .t-^ ♦ 
TmTi«5 *X . ,, c, ? o P™*"1*> by to or imprisonm™., or bolh, under Section 1001 of 



-2- 



MCDONNELL BOEHNEN 
HULBERT & DERGHOFF 
300 SOUTH WACKER DRIVE 
CHICAGO, ILLINOIS 60606 
TELEPHONE (312) 913-0001 



Full name of second joint inventor: Douglas Hobbs 
Inventor's signature: 



McDonnell boehnen 
hulbert 4 8erghoff 
300 south w acker drive 
chicago, illinois 60606 
telephone (312) 913-0001 



Residence: 



1998 Massachusetts Avenue 
Lexington, MA 02420 
U.S.A. 



Citizenship: 



-3- 




Express 



FedEx Express 
Customer Support Trace 
3875 Airways Boulevard 
Module H, 4th Floor 
Memphis, TN 38116 



11/12/2001 



U.S. Mail: PO Box 727 
Memphis, TN 38194-4643 

Telephone: 901-369-3600 



Dear Customer: 



Stotta Sng KSK* 8 numtar 49471 7706577 - 0ur 



records 



Delivery Information: 



Signed For By: H.OBBS 




Delivery Location: 1998 MASS 

Delivery Date: November 6, 2001 
Delivery Time: 0914 



Shipping Information: 

Tracking No: 494717706577 



Recipient: 

02420 
US 



Ship Date: November 5, 2001 
Shipper: 



Shipment Reference Information: 



Thank you for choosing FedEx Express. We look forward to working with you in the future. 



FedEx Worldwide Customer Service 
1-800-Go-FedEx® 

Reference No.: R2001 1 1 1200037301380 



http ://www. fedex.com/cgi-bin/spod 




McDonnell Boehnen Hulbert & Berghoff 

Law Offices 



November 5, 2001 

Via Federal Express 

Douglas Hobbs 

1998 Massachusetts Avenue 

Lexington, MA 02420 



300 South Wacker Drive 312 913 0001 phone 
Chicago, Illinois 60606-6709 312 913 0002 fax 
www.mbhb.com 



Re: U.S. Patent Application Ser. No.: 09/929,957 

Entitled: "A Label-Free High-Throughput Optical Technique for 
Detecting Biomolecular Interactions" 

Inventors: Cunningham et a/. 
OurRef. No.: 00-1123-A 

Dear Dr. Hobbs: 

Enclosed are second copies of the declaration and power of attorney forms. Copies of 
these documents were sent via Federal Express to you on October 23, 2001. We have not 

^^^^J 0 ^ fr ° m y ° U - P ' eaSe Sign and r6turn *» forms by 
November 12, 2001. We have enclosed an assignment form as well. Please sign and 

St f ass,g T ent a " d return * al0 "g with the declaration and power of attorney We 
would I ke to remind you that according to the October 25, 2000 "Memorandum of 
Understanding" you are obligated to sign these documents. 

We have enclosed a Federal Express envelope for your convenience. 
Yours/truly, t 




4sa mi. Hillman, Ph'.D 
312 935 2371 
hillman@mbhb.com 



LMWH:tmp 
Enclosure 

cc: John J. McDonnell (w/o end.) 
Homer Pien (w/o end.) 
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Unitc-cl States 





Rates; Signature! Prrioft Locations 



Home | AbouLFedEx | Sendcejnfo | Care ^ | eBusinesQbols | Manage Mv ^ | r.,^^^^^^ 
[Select More Online Services 



so?r 



► Track Shipments 

* Alternate Reference Trarfc 

► Email Track 

» Multi-Carrier Track 
» Custom Critical 

* Cargo Track 

» American Freiahtway s 

► Viking Freig ht 



Related Links 

► Signature Pmnf 

► My FedEx 

* FedEx Wire less Solutions 

► Handheld Track 

* FedEx Sidebar 

» Print Bind & Shi p 

► FedEx Add ress Checksr 



Search for f 

W 1 



3avel0% 




Ship& 




Track Shipments 

Detailed Results 



Tracking Number 494717706577 
Reference Number 

Ship Date 11/05/2001 

Delivered To Recipient 

Delivery Location LEXINGTON MA 

Delivery Date/Time 1 1/06/2001 09:14 

Signed For By H.OBBS 

Service Type Priority Letter 



Scan Activity 
Delivered LEXINGTON MA 

Delivered LEXINGTON MA 

Arrived at FedEx Ramp EAST BOSTON 
MA 

On FedEx vehicle for delivery 
LEXINGTON MA 

Arrived at FedEx Destination Location 
LEXINGTON MA 

mr* Left FedEx Sort Facility INDIANAPOLIS 
30 IN 

Held at Sort Facility INDIANAPOLIS IN 
Held at Sort Facility INDIANAPOLIS IN 



Date/Time 

11/06/2001 
09:14 

1 1/06/2001 
09:14 

11/06/2001 
08:47 

11/06/2001 
08:42 

11/06/2001 
08:18 

11/06/2001 
04:44 

11/06/2001 
03:54 

11/06/2001 
03:51 

Left FedEx Origin Location CHICAGO IL 1 1/05/2001 

23:02 

11/05/2001 
21:46 

11/05/2001 
18:00 



Arrived at Sort Facility CHICAGO IL 
Pickup status CHICAGO IL 




Tracking Options 

• Obtain a Signature Proof 
of Delivery 

• Email these tracking 
results to one or more 
recipients 

• Track More Shipments 



Comments 

No signature required - release 
waiver on file 

No signature required - release 
waiver on file 



Pre-routed meter pkg picked up 



Email Your Detailed Tracking Results 

Enter your email (optional), up to three email addresses as recipients, add your 
message, and click on Send Email. 



From 
To 
To 
To 



Add a message to this email. 



http://ww.f^ 11/12/2001 



mbhb 



McDonnell Boehnen Hulbert & Berghoff 

Law Offices 



300 South Wacker Drive 312 913 0001 phone 
Chicago, Illinois 60606-6709 312 913 0002 fax 
www.mbhb.com 



November 12, 2001 

Via Federal Express 

Douglas Hobbs 

1 998 Massachusetts Avenue 

Lexington, MA 02420 



Re: U.S. Patent Application Ser. No.: 09/929,957 

Entitled: "A Label-Free High-Throughput Optical Technique for 
Detecting Biomolecular Interactions" 

Inventors: Cunningham et al. 
Our Ref. No.: 00-11 23V\ 

Dear Dr. Hobbs: 

This is our third request. 

Enclosed are copies of the declaration and power of attorney forms. Copies of these 
documents were sent via Federal Express to you on October 23, 2001 and November 5, 
2001 respectively. We have not yet received the signed documents from you. Please si'gr 
and return the forms immediately. We have enclosed an assignment form as well. 
Please sign and notarize the assignment and return it along with the declaration and power 
of attorney. We would like to remind you that according to the October 25, 2000 
"Memorandum of Understanding" you are obligated to sign these documents. 

We have enclosed a Federal Express envelope for your convenience. 




Lisa M.W. Hillman, Ph.D 
312 935 2371 
hillman@mbhb.com 



LMWH:tmp 
Enclosure 

cc: John J. McDonnell (w/o end.) 
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Express 



FedEx Express 
Customer Support Trace 
3875 Airways Boulevard 
Module H ( 4th Floor 
Memphis, TN 38116 



U.S. Mail: PO Box 727 
Memphis, TN 38194-4643 

Telephone: 901-369-3600 



11/12/2001 



Dear Customer: 



i&'lto f£2£ fnStioa ^ ShiPment ^ traCki " 9 nUmb6r 49471 ™>4758. Our records 



Delivery Information: 



Signed For By: H.OBBS 




Delivery Location: 1998 MASS 
Delivery Date: October 24 ( 2001 
Delivery Time: 0918 



Shipping Information: 



Tracking No: 494717704758 

R cipient: 
DOUGLAS HOBBS 

1998 MASSACHUSETTS AVENUE 
LEXINGTON, MA 024200000 
US 

Shipment Reference Information: 



Ship Date: October 23, 2001 

Shipper: 

MBHB 

MBHB 

300 S WACKER DR STE 3200 
CHICAGO, IL 606066705 
US 

00067000005LMH09 



Thank you for choosing FedEx Express. We look forward to working with you in the future. 



FedEx Worldwide Customer Service 
1-800-Go-FedEx® 

Reference No.: R2001 1 1 1200037108523 



http://www.fedex.com/cgi-bin/spod 



